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MAILED 

JUL 0 1 2010 
OFFICE OF PETITIONS 



In re Application of 
Shin- Jen Shiao 
Application No. : 1 0/554,3 1 5 



ON PETITION 



Filed: October 24, 2005 : 
Attorney Docket No.: JA-SHIAO-US-1 : 

This is a decision in response to the communication, filed May 10, 2010, which is being treated 
under the provisions of 37 CFR 1.181 (no fee) to withdraw the holding of abandonment. 

The petition is DISMISSED. 

The application became abandoned for failure to reply in a timely manner to the Restriction 
Requirement, mailed August 28, 2007 , which set a shortened statutory period for reply of one (1) 
month or thirty (30) days (whichever is later). No extensions of time under the provisions of 
37 CFR 1 .136(a) were obtained. Accordingly, the application became abandoned on September 
29, 2007. A Notice of Abandonment was mailed on June 23, 2008. In response, on May 10, 
20 1 0, the present petition was filed. 

Petitioner explains that the "attorney did not give the applicant any notice from USPTO about 
the application." 

It is initially pointed out that the Patent and Trademark Office is not the proper forum for 
resolving disputes between applicant and his representative. See Ray v. Lehman, 55 F 3d 606, 
34 USPQ2d 1786 (Fed. Cir. 1995). Applicant is bound by the consequences of the actions or 
inactions of his duly authorized and voluntarily chosen representative. Link v. Wabash , 370 U.S. 
626, 633-34 (1962); Houston v. Ladner, 973 F.2d 1564, 1567, 23 USPQ2d 1910, 1913 (Fed. Cir. 
1992); see also Haines v. Ouigg . 673 F. Supp. 314, 317, 5 USPQ2d 1130, 1132 (D.N. Ind. 1987). 

Pursuant to 35 U.S.C. 133, "[u]pon failure of the applicant to prosecute the application within six 
months after any action therein, of which notice has been given or mailed to the application, or 
within such shorter time, not less than thirty days, as fixed by the Director in such action, the 
application shall be regarded as abandoned by the parties thereto, unless it be shown to 
satisfactory of the Director that such delay was unavoidable. 

Therefore, without an acceptable reply, the application became abandoned by operation of law. 
The abandonment may be overcome upon the filing of a grantable petition to revive under the 
provisions of 37 CFR 1.137(a) or 37 CFR 1.137(b). 
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A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply, 
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the 
satisfaction of the Director that the entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to 37 CFR 1 . 1 37(a) was unavoidable; 
and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1.20(d)) required pursuant to 37 
CFR 1.137(d). 

Public Law 97-247, § 3, 96 Stat. 317 (1982), which revised patent and trademark fees/amended 
35 U.S.C. § 41(a)(7) to provide for the revival of an "unintentionally" abandoned application 
without a showing that the delay in prosecution or in late payment of the issue fee was 
"unavoidable." This amendment to 35 U.S.C. § 41(a)(7) has been implemented in 37 CFR 
1.137(b). 

A grantable petition under 37 CFR 1.137(b) must be accompanied by: (1) the required reply, 
unless previously filed; (2) the petition fee as set forth in 37 CFR 1.1 7(m); (3) a statement that 
the entire delay in filing the required reply from the due date for the reply until the filing of a 
grantable petition pursuant to 37 CFR 1.137(b) was unintentional; and (4) any terminal 
disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 37 CFR 1.137(c). Where there is 
a question as to whether either the abandonment or the delay in filing a petition under 37 CFR 
1.137 was unintentional, the Director may require additional information. See MPEP 
711.03(c)(II)(C)and(D). 

A copy of the Restriction Requirement mailed August 28, 2007 and a copy of the forms for filing 
a petition to revive under the provisions of 37 CFR 1.137(a) and 37 CFR 1.137(b) accompanies 
this decision for petitioner's convenience. 

It is noted that the petition is signed by the inventor, Shin-jen Shaio; however, petitioner has 
appointed a representative to conduct all business before the U.S. Patent and Trademark Office 
(Office). The Office does not engage in dual correspondence with petitioner and petitioner's 
representative. Accordingly, petitioner must conduct all future correspondence with this Office 
through the representative of record. If petitioner no longer wishes to be represented by the 
representative of record, then a revocation of the power of attorney or patent agent should be 
submitted. While a courtesy copy of this decision is being mailed to the petitioner, all future 
correspondence regarding this patent will be directed solely to the above-noted correspondence 
address of record. 

Any request for reconsideration of this decision should be filed within two (2) months from the 
mail date of this decision. Note 37 CFR 1.181(f). The request for reconsideration should include 
a cover letter and be entitled as a "Renewed Petition under 37 CFR 1 .181 to Withdraw the 
Holding of Abandonment." However, petitioner may wish to consider filing a petition under 37 
CFR 1.137(b) to revive an unintentionally abandoned application instead of filing a renewed 
petition under 37 CFR 1.181 or an unavoidable petition under 37 CFR 1.137(a). 
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Further correspondence with respect to this matter should be delivered through one of the 
following mediums: 

By mail : Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

By internet: EFS-Web 1 

Any questions concerning this matter may be directed to the undersigned at (571) 272-3204. 

I Sherry lj>. Brinkley / 
Petitions Examiner / 
Office of Petitions / 

Enclosure 

cc: SHIN-JEN SHAIO 

4F-6, NO. 98 JIANZHONG ROAD 

HSINCHU 30070 

TAIWAN 



1 www.uspto.gov/ebc/efs_help.html (for help using EFS-Web call the Patent Electronic Business Center 
at (866) 2 17-9 197) 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNAVOIDABLY UNDER 37 CFR 1.137(a) 



Docket Number (Optional) 



First Named Inventor: m Art Unit: _ 

Application Number: Examiner: 

Filed: ' 



Title: 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

NOTE: If information or assistance is needed in completing this form, please contact 
Petitions Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by 
the United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the 
period set for reply in the Office notice or action plus any extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION. 

NOTE: A grantable petition requires the following items: 

(1) Petition fee. 

(2) Reply and/or issue fee. 

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed 

before June 8, 1995, and for all design applications; and 

(4) Adequate showing of the cause of unavoidable delay. 

1 . Petition fee 

|— I Small entity - fee $ (37 CFR 1.17(1)). Applicant claims small entity status. 

J See 37 CFR 1.27. 

IZ] Other than small entity - fee $ (37 CFR 1 . 1 7(l)). 

2. Reply and/or fee 

A The reply and/or fee to the above-noted Office action in the form of 

; (identify the type of reply): 

□ has been filed previously on . 

Q is enclosed herewith. 

B The issue fee of $ 



D has been filed previously on _ 
D is enclosed herewith. 
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This collection of information is required by 37 CFR 1.137(a). The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 8 hours to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. 
Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information 
Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Mall Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 
If you need assistance in completing the fomi, call 1 -8<XW?TO-9 1 99 and select option 2. 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED 
UNAVOIDABLY UNDER 37 CFR 1.137(a) 



3. Terminal disclaimer with disclaimer fee 

[ | Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 

I I A terminal disclaimer (and disclaimer fee (37 CFR 1 .20(d)) of $ for a small entity or 

' — 1 $ for other than a small entity) disclaiming the required period of time is enclosed 

herewith (see PTO/SB/63). 

4. An adequate showing of the cause of the delay, and that the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition under 37 CFR 1.137(a) was unavoidable, is enclosed. 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application 
that may contribute to identity theft. Personal information such as social security numbers, bank account 
numbers, or credit card numbers (other than a check or credit card authorization form PTO-2038 submitted for 
payment purposes) is never required by the USPTO to support a petition or an application. If this type of personal 
information is included in documents submitted to the USPTO, petitioners/applicants should consider redacting 
such personal information from the documents before submitting them to the USPTO. Petitioner/applicant is 
advised that the record of a patent application is available to the public after publication of the application (unless 
a non-publication request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a patent. 
Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card 
authorization forms PTO-2038 submitted for payment purposes are not retained in the application file and 
therefore are not publicly available. 



Signature Date 



Typed or printed name Registration Number, if applicable 



Address Telephone Number 



Address 

Enclosure □ Fee Payment 

□ Reply 

Terminal Disclaimer Form 
I I Additional sheets containing statements establishing unavoidable delay 
□ 



CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 

I hereby certify that this correspondence is being: 

□ deposited with the United States Postal Service on the date shown below with sufficient postage as first 
class mail in an envelope addressed to Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450. 



□ 



transmitted by facsimile on the date shown below to the United States Patent and Trademark Office at 
(571)273-8300. 



Date signature 



Typed or printed name of person signing certificate 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT ABANDONED 
UNAVOIDABLY UNDER 37 CFR 1.137(a) 



NOTE: The following showing of the cause of unavoidable delay must be signed by all applicants or by any other 
party who is presenting statements concerning the cause of delay. 



Signature Date 



Typed or printed name Registration Number, if applicable 

(In the space provided below, please explain in detail the reasons for the delay in filing a proper reply.) 



(Please attach additional sheets if additional space is needed.) 
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Privacy Act Statement 



The Privacy Act of 1974 (P.L 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 
CFR 1.14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 
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PETITION FOR REVIVAL OF AN APPLICATION FOR PATENT 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 1.137(b) 



Docket Number (Optional) 



First named inventor: 

Application No.: 

Filed: 



Art Unit: 



Examiner: 



Title: 



Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
FAX (571) 273-8300 

NOTE: If information or assistance is needed in completing this form, please contact Petitions 
Information at (571) 272-3282. 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action by the 
United States Patent and Trademark Office. The date of abandonment is the day after the expiration date of the period set 
for reply in the office notice or action plus any extensions of time actually obtained. 

APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 

NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Reply and/or issue fee; 

(3) Terminal disclaimer with disclaimer fee - required for all utility and plant applications filed 
before June 8, 1995; and for all design applications; and 

(4) Statement that the entire delay was unintentional 

1 . Petition Fee 

I I Small entity-fee $ (37 CFR 1 .17(m)). Application claims small entity status. See 37 CFR 1 .27. 

I I Other than small entity-fee $ (37 CFR 1 . 1 7(m)) 

2. Reply and/or fee 

A. The reply and/or fee to the above-noted Office action in 

the form of (identify type of reply): 



| I has been filed previously on 

| | is enclosed herewith. 



B. The issue fee and publication fee (if applicable) of $ 







has been paid previously on 
is enclosed herewith. 
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This collection of information is required by 37 CFR 1.137(b). The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 1.0 hour to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of 
time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, 
U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Mail 
Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 



PTO/SB/64 (07-09) 
Approved for use through 07/31/2012. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number 



3. Terminal disclaimer with disclaimer fee 

| | Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 

i i A terminal disclaimer (and disclaimer fee (37 CFR 1.20(d)) of $ for a small entity or $ for 

1 — 1 other than a small entity) disclaiming the required period of time is enclosed herewith (see PTO/SB/63). 

4. STATEMENT: The entire delay in filing the required reply from the due date for the required reply until the filing of a 
grantable petition under 37 CFR 1.137(b) was unintentional. [NOTE: The United States Patent and Trademark Office may 
require additional information if there is a question as to whether either the abandonment or the delay in filing a petition 
under 37 CFR 1.137(b) was unintentional (MPEP 711.03(c), subsections (lll)(C) and (D)).] 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may contribute 
to identity theft. Personal information such as social security numbers, bank account numbers, or credit card numbers (other than a 
check or credit card authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to support a 
petition or an application. If this type of personal information is included in documents submitted to the USPTO, petitioners/applicants 
should consider redacting such personal information from the documents before submitting them to the USPTO. Petitioner/applicant is 
advised that the record of a patent application is available to the public after publication of the application (unless a non-publication 
request in compliance with 37 CFR 1.213(a) is made in the application) or issuance of a patent. Furthermore, the record from an 
abandoned application may also be available to the public if the application is referenced in a published application or an issued patent 
(see 37 CFR 1.14). Checks and credit card authorization forms PTO-2038 submitted for payment purposes are not retained in the 
application file and therefore are not publicly available. 



Signature Date 



Type or Printed name Registration Number, If applicable 

Address ~~ Telephone Number "~™~ 



Address 

Enclosures: Q Fee Payment 
□ Reply 

[^] Terminal Disclaimer Form 

I | Additional sheets containing statements establishing unintentional delay 
| | Other: 



CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR 1 .8(a)] 
I hereby certify that this correspondence is being: 

Deposited with the United States Postal Service on the date shown below with sufficient postage as 
first class mail in an envelope addressed to: Mail Stop Petition, Commissioner for Patents, P. O. Box 
1450, Alexandria, VA 22313-1450. 



□ 



I I Transmitted by facsimile on the date shown below to the United States Patent and Trademark Office 
1 — 1 at (571) 273-8300. 



Date Signature 

Typed or printed name of person signing certificate 
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Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in 
connection with your submission of the attached form related to a patent application or patent. 
Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general 
authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the 
information solicited is voluntary; and (3) the principal purpose for which the information is used 
by the U.S. Patent and Trademark Office is to process and/or examine your submission related 
to a patent application or patent. If you do not furnish the requested information, the U.S. Patent 
and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the 
patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records 
from this system of records may be disclosed to the Department of Justice to determine 
whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including 
disclosures to opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, 
when the individual has requested assistance from the Member with respect to the 
subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of 
the Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, 
as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty 
in this system of records may be disclosed, as a routine use, to the International Bureau 
of the World Intellectual Property Organization, pursuant to the Patent Cooperation 
Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant 
to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the 
Administrator, General Services, or his/her designee, during an inspection of records 
conducted by GSA as part of that agency's responsibility to recommend improvements in 
records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing 
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) 
directive. Such disclosure shall not be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public 
after either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a 
patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the 
limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an 
application which became abandoned or in which the proceedings were terminated and 
which application is referenced by either a published application, an application open to 
public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, 
State, or local law enforcement agency, if the USPTO becomes aware of a violation or 
potential violation of law or regulation. 
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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Status 

Responsive to communication(s) filed on 24 October 2005 . 
2a)D This action is FINAL. 2b)I2 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 25-63 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. ' 

7) D Claim(s) is/are objected to. 

8) E3 Claim(s) 25-63 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aOAII b)D Some *c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCW13) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mai! Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other . 



U.S. Potent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No /Mail Date 20070821 



Application/Control Number: 10/554,315 
Art Unit: 1614 



Page 2 



DETAILED ACTION 

Election/Restrictions 
1. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 25-33, 56-62, drawn to a drug composition containing edible acid 
and/or acidic salt and a pharmaceutical^ acceptable compound. 

Group II, claim(s) 34-39, 55 (in part; when a product of any one of claims 47-50) drawn 
to a health care food. 

Group III, claim(s) 55 (in part; when a product of any one of claims 51-54), drawn to 
allergy-free clothing. 

Group IV, claim(s) 47-50, drawn to a method of preparing protein-denatured food. 

Group V, claim(s) 51-54, drawn to a method of producing allergy free clothing. 

Group VI, claim(s) 63, drawn to a method of treating or alleviating hypersensitivity 
diseases. 

Note 1 : Claims 40-41 , drawn to "use" claims, have not been placed with any of the 
above groups, since they may be interpreted in different ways; i.e., the claims may be 
interpreted as drawn to any of the following: 
A drug composition; 

A method to lower the humor pH; or 

A method to treat or alleviate hypersensitivity diseases. 
Upon amendment to clearly reflect applicant's intent, the claims may be rejoined to 
Group I or VI (or placed into another Group VII) 
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Note 2: Claims 42-46, drawn to "use" claims, have not been placed with any of the 
above groups, since they may be interpreted in different ways; i.e., the claims may be 
interpreted as drawn to any of the following: 
A health food; 

A method to lower the humor pH; or 

A method to treat or alleviate hypersensitivity diseases. 
Upon amendment to clearly reflect applicant's intent, the claims may be rejoined to 
Group II or VI (or placed into a Group VII) 

2. The inventions listed as Groups l-VI do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: 

The technical feature linking groups l-VI is an edible acid and/or acidic salt in the 
presence of another compound. Ohashi, et al. (US 6,297,244 B1) teaches a stable drug 
composition comprised of AS-3201 and at least one acidic substance, such as ascorbic 
acid, citric acid, tartaric acid, lactic acid, maleic acid, malic acid or phosphoric acid 
(edible acids; abstract). Since the prior art teaches the technical feature the invention 
lacks novelty. Therefore the technical feature linking the inventions of groups l-VI does 
not constitute a special technical feature as defined by PCT Rule 13.2 as it does not 
define a contribution over the prior art. Accordingly, Groups l-VI are not so linked by the 
same or a corresponding special technical feature as to form a single inventive concept. 
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3. This application contains claims directed to more than one species, of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 1 3.1 . 
The species are as follows: 

(i) If Group I is elected applicant must elect one from (ia)-(ic): 

(ia) a composition containing an edible acid and/or acidic salt and a 
pharmaceutically acceptable compound that lowers pH (claim 25); if 
elected applicant must elect: 

(ia1) a single disclosed edible acid specie or a single disclosed acid 
salt specie or a disclosed combination of acid and salt species 
(from species in claim 26); and 

(ia2) a single disclosed pharmaceutically acceptable compound 
specie that lowers pH; 

(ib) a composition containing an edible acid and/or acidic salt (that lowers 
pH) and a single drug (claims 56-58, 60-61); ); if elected applicant must 
elect: 

(ib1) a single disclosed edible acid specie or a single disclosed acid 
salt specie or a disclosed combination of acid and salt species 
(from species in claim 26); and 

(ib2) a single disclosed drug subgenus (from species in claims 56- 
58, 60-61); and 
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(ib3) a single disclosed drug specie (e.g., diphenhydramine, Table 
3, specification); 

or 

(ic) a composition containing an edible acid and/or acidic salt (that lowers 
pH) and two different drugs (claim 59); if elected applicant must elect:, 

(id) a single disclosed edible acid specie or a single disclosed acid 
salt specie or a disclosed combination of acid and salt species 
(from species in claim 26); and 

(ic2) two disclosed drug subgenuses (from species in claims 56-58, 
60-61); and 

(ic3) two disclosed drug species (e.g., diphenhydramine, Table 3, 
specification); 

(ii) If Group II is elected applicant must elect one from (iia)-(iib): 

(iia) a composition containing an edible acid and/or acidic salt and a food 
acceptable compound that lowers pH (claim 34); if elected applicant must 
elect: 

(iial) a single disclosed edible acid specie or a single disclosed 
acid salt specie or a disclosed combination of acid and salt species 
(from species in claim 35); and 

(iia2) a single disclosed food acceptable compound specie that 
lowers pH; 
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(iib) a composition containing an edible acid and/or acidic salt (that lowers 
pH) and a food (claims 36-37, 39); if elected applicant must elect: 

(iib1 ) a single disclosed edible acid specie or a single disclosed 
acid salt specie or a disclosed combination of acid and salt species 
(from species in claim 35); and 

(iib2) a single disclosed food or drink specie (from species in claims 
36-37, 39); 

or 

(iii) If any of Groups lll-VI is elected applicant must elect: 

(iia) a single disclosed edible acid specie or a single disclosed acid salt 
specie or a disclosed combination of acid and salt species (from species 
in claims 49, or 53); 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

4. The claims are deemed to correspond to the species listed above in the following 
manner: 

(i) Claims 25-33, 56-62 

(ii) Claims 34-39, 55 

(iii) Claims 47-55, 63 

The following claim(s) are generic: all claims are generic for a edible acid and/or acidic 
salt. 

5. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: As described above 
the technical feature linking the acid species lacks novelty over the prior art; the other 
components are mutually exclusive. Therefore the species are not so linked by the 
same or a corresponding technical feature as to form a single inventive concept. 

6. Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species or invention to be examined even though the 
requirement be traversed (37 CFR 1.143) and (ii) identification of the claims 
encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To 
reserve a right to petition, the election must be made with traverse. If the reply does not 



Application/Control Number: 10/554,315 Page 8 

Art Unit: 1614 

distinctly and specifically point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of 
record showing the inventions or species to be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the prior art, the evidence or admission may be used in a rejection 
under 35 U.S.C. 103(a) of the other invention. 

7. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. . 
All claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 1 12. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
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§ 821.04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy P. Thomas whose telephone number is (571) 
272-8994. The examiner can normally be reached on Monday-Thursday 6:30 a.m. - 
5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/TPT/ 

Timothy P. Thomas 
Patent Examiner 



AR0IN H. MARSCHEL 
SUPERVISORY PATENT EXAMINER 



